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DETAILED ACTION 

Applicants' response, which included addition of new claims 12-18 and 
amendment to claims 2-4 and 6-1 1 , filed on 02/02/2010, is made of record. Claims 1-18 
are now pending. In view of applicants' response, all 112 second paragraph rejections 
except the rejection of claim 4 and 10 rejection made in the previous office action have 
been obviated. However, the following rejections made in the previous office action are 
maintained. In addition, new grounds of rejections as necessitated by the amendment is 
applied to newly added claims 12-18. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 5 and 12-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

1 . Claim 4 is indefinite as it is not clear what triazine carbamate and triazine urea is 
embraced in the claim. As recited it is product by process claim and since the structure 
of triazine carbamate and triazine urea are not shown or defined, it is not clear what is 
structural make-up of the triazine is. For search and examination purpose scope of 
claim 1 and 2 is used. 

This rejection is same as made in the previous office action. Applicants' traversal 
is not persuasive. The structural make-up of the triazine carbamate and triazine urea is 
not shown or defined. As recited, one is asked to guess the structural make-up of the 
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product by reacting compound IV or 2,4,6-trisisocyanoto-triaizne with an alcoiiol or 
amine and hence claim 4 is indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

2. The newly added claim 12 is indefinite for more than one reason. First of all, it is 
missing a comma after alky! recited in the second line below the formula IV. Secondly 
there is no definition of variables Z\r\x\ Z^ and 

3. Recitation of "at least one of compounds..." in claims 13-18, renders these 
claims indefinite as it is not clear what is intended. As recited "at least one" can mean 
one compound of formula recited therein and another undefined coating ingredient as 
well as It can mean "one or more" compound of formula shown therein. It Is not clear 
what is intended. In addition, a composition requires more than one ingredient. Claims 
13-18 do not recite any such inert ingredients. Hence claims 13-18 are indefinite for 
falling to particularly point out and distinctly claim the subject matter which applicant 
regards as the Invention. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for process for making triazine carbamate of formula 
I or formula II and III wherein the groups X^-R^-0-Z\ X^-R^-O-Z^ and X^-R^-O-Z^ are 
same, by reacting triazine carbamate of formula IV wherein R"*, R^ and R^ are same with 
a compound containing a hydroxyl or amino group and at least one vinyl, methacryloyi 
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or acryloyi group, does not reasonably provide enablement for process for mal<ing 
triazine carbamate of formula I, formula II or formula III wherein the groups X^-R^-0-Z\ 
X^-R^-O-Z^ and X^-R^-O-Z^ are not same by reacting triazine carbamate of formula II, 
wherein the groups R"* and R^ and R^ are not the same with a compound containing a 
hydroxyl or amino group and at least one vinyl, methacryloyi or acryloyi group as 
embraced in claim language. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and hence 
use the invention commensurate in scope with these claims. 

In evaluating the enablement question, following factors are considered. Note In 
re Wands, 8 USPQ2d 1400 and Ex parte Forman, 230 USPQ 546. The factors include: 
1) The nature of the invention, 2) the state of the prior art, 3) the predictability or lack 
thereof in the art, 4) the amount of direction or guidance present, 5) the presence or 
absence of working examples, 6) the breadth of the claims, and 7) the quantity of 
experimentation needed. 

1 . The nature of the invention and the state of the prior art: 

The instant invention is drawn to triazine carbamate and triazine urea compound 
generically embraced in formula I , a composition, method of use and a process of 
making compound of formula I by reacting of compound of formula IV with a compound 
containing a hydroxyl or amino group and at least one vinyl, methacryloyi or acryloyi 
group. Specification, while enabled for making compound of formula I by reacting 
compound of formula IV with process for making triazine carbamate of formula I or 
formula II and III wherein the groups X^-R^-0-Z\ X^-R^-O-Z^ and X^-R^-O-Z^ are same. 
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by reacting triazine carbamate of formula IV wherein R"*, and R^ are same witli a 
compound containing a hydroxyl or amino group and at least one vinyl, methacryloyi or 
acryloyi group, does not reasonably provide enablement for process for making triazine 
carbamate of formula I, formula II or formula III wherein the groups X^-R^-0-Z\ X^-R^- 
0-Z^ and X^-R^-O-Z^ are not same by reacting triazine carbamate of formula II, wherein 
the groups R'* and R^ and R^ are not the same with a compound containing a hydroxyl 
or amino group and at least one vinyl, methacryloyi or acryloyi group as embraced in 
claim language. 

As recited, the process of claim 6 and 7 implies that the reaction would occur 
selectively leading to triazine carbamate of formula I, II and III or triazine urea of 
formula 1,11 and III by reacting triazine carbamate of formula IV with a compound 
containing a hydroxyl or amino group and at least one vinyl, methacryloyi or acryloyi 
group, for which there is no enabling disclosure. Although it would be true when X^-R^- 
0-Z\ X^-R^-O-Z^ and X^-R^-O-Z^ and R"*, R^ and R® groups are same, when they are 
different , the triazine of formula IV, which has three different carbamate groups, can 
react with either any one of the alcohol, or any one of amine groups to give products 
which are not same as formula II or formula III. For example, it is not clear how one 
would be able to arrive at product of formula II selectively by performing said reaction 
with combined X^-R^-O-Z^ and X^-R^-O-Z^ as implied in the claim language 6. A 
mixture of products would result and the product would not necessarily be of formula II. 
Even one were to do o step wise reaction first with X^-R^-O-Z^ and then X^-R^-O-Z^ 
there is no reason to believe that all which would not give triazine carbamate of formula 
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II with desired R'^-O group. The product can also bear and Similarly, such 
reaction either stepwise or in combination would result in mixture of products bearing 
X^-R^-O-Z^ or X^-R^-O-Z^ and as well as R^^-O R^-0 and R^-0 bearing triazine. 
Furthermore, once a single X^-R^-0-Z\ X^-R^-O-Z^ or X^-R^-O-Z^ incorporated the 
product thus formed can undergo transesterifation and amidation by displacing the 
carbamate bond NHCOX and 0-CO- of the acrylate. Specification has no teaching or 
suggestion as to how to perform said process as embraced in the instant claims to 
arrive at compound of formula I, II and III. 

2. The predictability or lack thereof In the art: 

Hence the process as applied to the above-mentioned compounds claimed by the 
applicant is not an art-recognized process and hence there should be adequate 
enabling disclosure in the specification with working example(s). 

3. The amount of direction or guidance present: 

Example illustrated in the experimental section or written description offers no guidance 
or teachings as to how perform the process of making triazine of formula I, II and III with 
the given choices of variable groups and given choices of alcohols and amines as 
embraced in the instant invention. 

4. The presence or absence of working examples: 

Although example 1 shows the process for making triazine carbamate of formula 
I, it is limited to the process wherein X^-R^-0-Z\ X^-R^-O-Z^ and X^-R^-O-Z^ are same 
and do not include variable choices for X^-R^-0-Z\ X^-R^-O-Z^ and X^-R^-O-Z^ alcohols 
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or amines in starting material and final product bearing different X^-R^-0-Z\ X^-R^-O-Z^ 
and X^-R^-O-Z^ and different R^ and R^ and R^ 

5. The breadth of the claims: 

Specification has no support, as noted above, for making compound of formula I , II and 
III reacting compound of formula IV with various alcohols and amines as embraced in 
R\ R^, R^ X\ X^, X^, Z\ and Z^ choices. There is no support for the process 
generically embraced in claims 6 and 7 would lead to claimed compound of formula I, II 
and III. 

6. The quantity of experimentation needed: 

The quantity of experimentation needed would be an undue burden on skilled art in the 
chemical art since there is inadequate guidance given to the skilled artisan for the many 
reasons stated above. Even with the undue burden of experimentation, there is no 
guarantee that one would get the product of desired structure, namely compound of 
formula II embraced in the instant claims 1-18. 

Also, note MPEP 2164.08(b) which states that claims that read on "... significant 
numbers of inoperative embodiments would render claims nonenabled when the 
specification does not clearly Identify the operative embodiments and undue 
experimentation is involved in determining those that are operative.". Clearly that Is the 
case here. 

Thus, factors such as "sufficient working examples", the "level of skill in the art 
and predictability, etc. have been demonstrated to be sufficiently lacking in the case for 
the instant claims. 
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MPEP 2164.01(a) states, "A conclusion of lacl< of enablement means that, based 
on the evidence regarding each of the above factors, the specification, at the time the 
application was filed, would not have taught one skilled in the art how to make and/or 
use the full scope of the claimed invention without undue experimentation. In re Wright, 
999 F.2d 1557,1562, 27 USPQ2d 1510, 1513 (Fed. Cir. 1993)." 

That conclusion is clearly justified here. Thus, undue experimentation will be 
required to make Applicants' invention. 

This rejection same as that made in the previous office action but now includes 
newly added claims 12-18. Applicants' traversal to overcome this rejection is not 
persuasive for reasons of record. 

As discussed in the above rejection, specification has no support for the scope of 
claimed invention. The compounds generically embraced in claim 1 and other claims 
would exceed millions of compounds and specification has only two examples and they 
are limited to hydroxyethylacrylate as reactant with triscarbamate of triazine. These 
examples cannot be considered as providing objective enablement for the entire scope 
of the claimed invention. Applicants have merely speculated how the reactions could be 
done without providing any direct evidence. One trained in the art has to do unduly 
extensive experimentation to make the compounds of the genus embraced In claimed 
invention. Hence, this rejection is proper and is maintained. 

Double Patenting 

Claim 4 is objected to under 37 CFR 1 .75 as being a substantial duplicate of 
claim 1. When two claims in an application are duplicates or else are so close in 
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content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Claim 4 is a product by process claim wherein the product is claimed in claim 1 . 
A product is a product irrespective of how it is made. The processes attributes are 
independent limitation and do not necessarily define the structural make-up of the 
product. The claim 4 is not rendered patentably distinct by a process directed to its 
preparation even though the process may be patentable. Note "Determination of 
patentability in "product by process" claims is based on product itself, even though such 
claims are limited and defined by process, and thus product in such claim is 
unpatentable if it is same as, or obvious from, product of prior art, even if prior product 
was made by different process" In re Thorpe 227 USPQ 964. Also note In re Brown, 
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972), the court held that "The lack of 
physical description in a product by process claim makes determination of the 
patentability of the claim more difficult, since in spite of the fact that the claim may recite 
only process limitations, it is the patentability of the product claimed and not of the 
recited process steps which must be established." 

Hence, if claim 1 were found allowable, claim 4 will be rejected and its dependent 
claims 5, 9 and 1 1 will be objected to. 

This objection is same as made in the previous office action. Applicants' traversal 
is not persuasive. First of all, applicants have not provided any evidence that the scope 
of claim 4 is not the same as claim 1. Secondly, the structural make-up of the 
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compound of claim 4 is not clearly shown or defined in the claim and is taken as same 
as claim 1 . Thirdly, a product is a product irrespective of how it is made. The structural 
make-up of the product would b e the same irrespective of the processes used to make 
the product. Applicants have not shown that the structural make-up of the product of 
claim 4 is different form claim 1 . Hence, this objection if applied as a rejection is proper 
and is maintained. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 2, 4-7 and 12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 36-49 of 
copending Application No. 10/593,308. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the triazine carbamates and 
triazine urea and the process of making them embraced in claims are obvious over the 
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process making triazine carbamate and triazine urea embraced in the earlier filed 
copending application 10/593,308. More specifically, instant claims 1, 2, 4 and 5 recite 
triazine carbamate and triazine urea while the process claims 36-49 of earlier filed 
copending application recites a process of making triazine carbamate and triazine urea 
which include instant triazine carbamate and triazine urea. One trained in the art in 
practicing the process of claims 36-49 would make the instant triazine carbamate and 
triazine urea. See claims 36-49, note the triazine of formula (I) with various varible 
groups includes instant triazine carbamate and triazine urea. Furthermore, the process 
of claims 36-49 includes instant process of transesterifaction and amidation. Hence, it 
would be obvious to one trained in the art to practice the process with various choices 
of variables and make triazine carbamate and ureas of formula (I) including instant 
compounds and expect them to have the use taught therein. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

This rejection is same as made in the previous office action but now includes 
newly added process claim 12 and in addition instant claims are rejected over currently 
pending claims of the copending application 10/593,308. Applicants' traversal to 
overcome this rejection is not persuasive. 

Applicants' have argued that claims 1, 2, 4 and 5 relate to product while the 
claims of the copending application relates to process of making. This argument is 
clearly lacks factual support and is incorrect. First of all, contrary to applicants' urging, 
the process of the earlier filed copending application teaches the process of making the 
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same triazine carbamate and triazine urea as claimed in claims 1, 2, 4 and 5. Example 
1 and 2 of instant application are same as example 1 and 2 of the copending 
application. It should therefore clear that the process of the earlier filed copending 
application discloses the products claimed in the instant invention. Hence, the products 
of instant claims are rendered obvious by the product taught In the process of 
copending application. One trained in the by performing the process of copending 
application would have the product. Hence, rejection of claims 1, 2, 4 and 5 is proper. 

As for applicants' assertion that there is inconsistency in rejecting claims 6 and 7, 
It should be noted that these claims are rejected over the process claims which claim 
both process of urea and carbamate of the triazine. Each of the rejected claims Include 
in the preamble urea and carbamate. Hence the rejection is proper. 

As for rejection of claims 6 and 7, applicants have argued that instant R"* is a Ci- 
C4 alkyi while R'* embraced In Is radical of alcohol or amine group and hence the R'* 
of Instant Is not taught in R"^ of the claims of copending application. This Is not a 
persuasive argument as it lacks substance and factually incorrect. Page 3 of the 
specification of copending application defines what a radical of alcohol or amine group 
Is and clearly Includes Ci-C4alkyl. 

Hence, this rejection is proper and is maintained. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication from the examiner should be 
addressed to Venkataraman Balasubramanian (Bala) whose telephone number is (571) 
272-0662. The examiner can normally be reached on Monday through Thursday from 
8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of the art unit 1624 is 
James O. Wilson, whose telephone number is 571-272-0661 . The fax phone number for 
the organization where this application or proceeding is assigned (571) 273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAG. Status 
information for unpublished applications is available through Private PAIR only. For 
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more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9197 (toll-free). 



/Venkataraman Balasubramanian/ 
Primary Examiner, Art Unit 1624 



